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DETAILED ACTION 

1. Claims 1-17 and 20 - 23 are pending and have been examined. Claims 18-19 have 
been cancelled. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is eligible 
for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has 
been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicant's submission filed on 07/20/2006 has been entered. 

Response to Arguments 

3. Applicant's arguments filed 07/20/2006 have been fully considered but they are not 
persuasive. 

Applicant asserts (with regard to claims 1,11, and 20) that Docter does not describe 
"each at least one prespecified characteristic independently selected from a group consisting 
of... a file type, a file string, a source computer identifier, a user identifier, a file size, a 
password, time of transmission, cumulative number of files sent by a user, cumulative number 
of files sent by a user over a given time, file string, and time-consuming print commands." 
Rather, Applicant asserts that Docter describes using profile data as the filter criteria, such as, 
user-specific information, user roles, and user class and therefore, Docter does not describe the 
prespecified characteristics of the claimed invention. The Examiner respectfully disagrees. 
While Docter, for the purpose of simplifying the description of the invention, relies on user profile 
data as the filter criteria, the reference also states that "any number of filtering parameters or 
attributes may be used to filter data" and "any method or procedure for filtering data can be 
used with the present [Docter] invention", (see column 3, lines 30 - 40) Therefore, the Examiner 
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believes that the filtering parameters or attributes as well as the method or procedure of Docter 
for filtering data to be equivalent to the Applicant's prespecified characteristics. 

It is also the Applicant's argument (with regard to claim 11) that Docter does not 
describe "evaluating at least one prespecified characteristic of said printing packet by a 
processor of said printer" but rather any filtering occurs prior to the printer of Docter receiving 
any data. The Examiner respectfully disagrees. The invention of Docter which is essentially a 
data filtering system recites that the teachings of the "invention are applicable to any type of 
device containing a processor or a controller capable of executing instructions." (see column 3, 
lines 20 - 22) Therefore, the Examiner believes that Docter teaches that through the 
functionality of a system bus, various components are coupled and through any processing 
device (i.e. printer), implementation of the steps necessary to perform data filtering operations 
can be achieved (see column 9, lines 51 - 56 and Figure 11). According to these assertions, 
Examiner believes a printer, when coupled with the data filtering system (by way of a processor) 
is capable of controlling printing of a file. 

With regard to Applicant's assertion (with respect to claim 20) that Docter does not 
describe "a packet including at least one file to be printed.., the packet, prior to filtering, further 
including instructions for a printer, the instructions comprising.., information about a source of 
media onto which printing of said at least one file is to be effected, information about orientation 
in which said at least one file is to be printed on a media, information about whether printing is 
to be effected on one or two sides of a media, information about a number of copies to be 
printed, or information about whether multiple copies should be collated" and, prior to filtering, 
does not include "instructions for a printer", the Examiner respectfully disagrees. Again, the data 
filtering system of Docter is "applicable to any type of device containing a processor or a 
controller capable of executing instructions." (see column 3, lines 20 - 22) Therefore, a printer is 
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equivalent to the "any type of device" of Docter and would receive corresponding printer 
instructions. 

Similarly the Applicant argues (with regard to claim20) that Docter does not describe 
"allowing printing of said at least one file to be printed by the destination device based on at 
least one of a presence or absence of at least one prespecified characteristic from said packet 
including said at least one file to be printed" in short, that Docter does not describe "allowing 
printing" based on the results of the filtering. The Examiner respectfully disagrees with 
Applicant's assertion based on previously mentioned rationale regarding adapting the invention 
of Docter to "any type of device", (see column 3, lines 20 - 22) The Examiner believes that after 
a printer has received printer instructions based on the data filtering process, in order for the 
printer to realize its functionality, it would have to allow printing (since the data filtering process 
has filtered undesired data not permitted to print). 

Claims not specifically identified are rejection for reasons indicated below. 

Claim Objections 

4. Claims 1,11 and 20 objected to because of the following informality: 

• The claims recite "file string" twice, providing no distinction one from the 
other; therefore the Examiner has interpreted this repetition to be an error. 
Appropriate correction is required either by deletion or clarification. 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 
1999 (AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 
2002 do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 
35 U.S.C. 102(e)). 

5. Claims 1-17 and 20 - 23 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Docter in US Patent No. 6330610 (hereinafter US '610). 

As it relates to claim 1, US '610 teaches: 
A printing system, comprising: 

a printer including: (see Figure 10, and column 10, line 7: where it is inherent that 
printing can be preformed) 

a processor; and (see column 9, line 52) 

a printing component in communication with said processor (see column 9, line 
56); and 

a filtering program associated with said processor so as to control printing of a file by 
said printing component based on at least one of a presence or absence of at least one 
prespecified characteristic from a packet including said file, (see Figure 11; column 1, 
line 66: a system for filtering data; column 10, line 10 - column 1 1 , lines 1 - 7) each at 
least one prespecified characteristic independently selected from a group consisting 
of: a file type, a file string, a source computer identifier, a user identifier, a file size, a 
password, time of transmission, cumulative number of files sent by a user, cumulative 
number of files sent by a user oyer a given time, file string, and time-consuming print 
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commands, (see column 3, lines 30-40: any number of filtering parameters or 

attributes may be used to filter data). 

For claim 2, US '610 teaches: 
The printing system of claim 1, wherein said filtering program is stored by at least one of a 
memory device and firmware of said printer associated with said processor (see Figure 10 and 
column 9, lines 51 - 65). 

For claim 3, US '610 teaches: 
The printing system of claim 1 , wherein said filtering program is stored by at least one of a 
memory device and firmware external to said printer and in communication with said processor 
(see Figure 10 and column 9, lines 51 *~ 65). 

For claim 4, US '610 teaches: 
The printing system of claim 3, further comprising: 

a computer including said at least one of said memory device and said firmware, a 
processor in communication with said at least one of said memory device and said firmware, 
and a communication port for at least partially establishing communication between said 
processor of said computer and said processor of said printer (see Figure 10 and column 9, 
lines 51 - 65 and column 10, lines 1 - 9). 

For claim 5, US '610 teaches: 
The printing system of claim 1, wherein said at least one prespecified characteristic comprises 
at least one of an undesirable characteristic (see column 2, line 2: first filter criteria) and a 
desirable characteristic (see column 2, line 5: second filter criteria). 

For claim 6, US '610 teaches: 
The printing system of claim 5, wherein said filtering program causes said processor to prevent 
said printing component from printing a file of a packet having at least one said undesirable 
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characteristic (see column 10, lines 32 - 33: where filtering is based on data received; and 
column 2, lines 14-15: where the profile data set contains elements associated with particular 
class of recipients). 

For claim 7, US '610 teaches: 
The printing system of claim 5, wherein said filtering program instructs said processor to cause 
said printing component to print a file of a packet having said desirable characteristic (see 
column 10, line 62: where filter data processing code determines the destination of packet). 

For claim 8, US '610 teaches: 
The printing system of claim 5, wherein said filtering program instructs said processor to cause 
said printing component to print said file only if said packet lacks said undesirable characteristic 
and has said desirable characteristic (column 3, line 17: where unwanted data is eliminated). 

For claim 9, US '610 teaches: 
The printing system of claim 5, wherein said undesirable characteristic comprises one of a file 
type, a file string, a source computer identifier, a user identifier, a file size, and at least one 
prespecified command (column 2, line 2; and column 3, lines 34 - 40: where it is inherent that 
criteria can be designated within specified criteria). 

For claim 10, US '610 teaches: 
The printing system of claim 5, wherein said desirable characteristic comprises one of a source 
computer identifier, a user identifier, a file type, and a password (column 2, line 5; and column 3, 
lines 34-40). 

As it pertains to claim 1 1 , US '61 0 teaches: 
A device-specific filtering method, comprising: 
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transmitting a printing packet comprising at least one file from a source computer, across 
a network, to a printer of said network (see column 10, line 66: where instances can be altered 
to Applicant's invention) ; 

evaluating at least one prespecified characteristic of said printing packet by a processor 
of said printer, each at least one prespecified characteristic independently selected from a group 
consisting of: a file type, a file string, a source computer identifier, a user identifier, a file size, a 
password, time of transmission, cumulative number of files sent by a user, cumulative number 
of files sent by a user over a given time, file string, and time-consuming print commands, (see 
column 3, lines 30 - 40: any number of filtering parameters or attributes may be used to filter 
data; column 10, line 32: where evaluation is performed by the data filter code which determines 
packet content based on coding); and 

controlling processing of said at least one file of said printing packet by said printer 
based on said evaluating (see column 10, line 62: where controlling is performed by the filter 
data processing code which determines the destination of packet). 

For claim 12, US '610 teaches: 
The device-specific filtering method of claim 1 1 , wherein said evaluating at least one 
prespecified characteristic comprises evaluating at least one of an undesirable characteristic 
and a desirable characteristic (see column 10, line 32). 

For claim 13, US '610 teaches: 
The device-specific filtering method of claim 12, wherein said controlling comprises preventing 
processing of said at least one file of said printing packet by said printer if said printing packet 
has at least one said undesirable characteristic (see column 3, line 17 and column 10, line 62). 

For claim 14, US '610 teaches: 
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The device-specific filtering method of claim 12, wherein said controlling comprises permitting 
processing of said at least one file of said printing packet by said printer if said printing packet 
has said desirable characteristic (see column 3, line 17 and column 10, line 62). 

For claim 15, US '610 teaches: 
The device-specific filtering method of claim 12, wherein said controlling comprises permitting 
processing of said at least one file of said printing packet by said printer if said printing packet 
lacks said undesirable characteristic and has said desirable characteristic (see column 3, line 17 
and column 10, line 62). 

For claim16, US *610 teaches: 
The device-specific filtering method of claim 12, wherein said evaluating comprises evaluating 
said printing packet for at least one said undesirable characteristic comprising at least one of a 
file type, a file string, a source computer identifier, a user identifier, a file size, and at least one 
prespecified command (see column 10, line 32 and column 2, line 2). 

For claim 1 7, US '61 0 teaches: 
The device-specific filtering method of claim 12, wherein said evaluating comprises evaluating 
said printing packet for at least one said desirable characteristic comprising at least one of a 
source computer identifier, a user identifier, a file type, and a password (see column 10, line 32 
and column 2, line 5). 

As it relates to claim 20, US '610 teaches: 
A system for filtering a file transmitted to a destination device, comprising: 

a processor in communication with a network across which the file has been transmitted; 
and (see Figure 10 and column 3, lines 26 - 29) 

a filtering program associated with said processor so as to control at least one of 
transmission of a packet including at least one file to be printed to the destination device and 
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allowing printing of said at least one file to be printed by the destination device based on at least 
one of a presence or absence of at least one prespecified characteristic from said packet 
including said at least one file to be printed (see Figure 11; column 1, line 66; and column 10, 
line 10 - column 11, lines 1 - 7), each at least one prespecified characteristic independently 
selected from a group consisting of: a file type, a file string, a source computer identifier, a user 
identifier, a file size, a password, time of transmission, cumulative number of files sent by a 
user, cumulative number of files sent by a user over a given time, file string, and time- 
consuming print commands, the packet prior to filtering, further including the instructions for a 
printer, the instructions comprising: (see column 3, lines 30 - 40: any number of filtering 
parameters or attributes may be used to filter data) 

information about a source of media onto which printing of said at least one file is to 

be effected, information about orientation in which said at least one file is to 
be printed on a media, information about whether printing is to be effected on 
one or two sides of a media, information about a number of copies to be 
printed, or information about whether multiple copies should be collated (see 

column 3, lines 20 - 22: where a printer ("any type of device") is "capable of executing 

instructions" of printer type). 

For claim 21 , US '61 0 teaches: 

The system of claim 20, wherein said filtering program is stored by at least one of a memory 

device and firmware (see Figure 10-11 and column 9, line 59: ROM; and column 10, line 23: 

interface code). 

For claim 22, US '610 teaches: 
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The system of claim 21, wherein said processor and said memory device or said firmware are 
parts of the destination device (see Figure 10 and column 10, lines 7-9: where a printer can be 
destination device). 

For claim 23, US '610 teaches: 
The system of claim 21, wherein said processor and said memory device or said firmware are 
parts of a computer in communication with the destination device (see Figure 10 and column 9, 
line 51 - column 10, lines 1 - 9). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Banginwar in US Patent No. 6611863 discloses using a filter to identify one or more 
matching (desirable) characteristics of devices in order to route them to corresponding device 
proxies. Jeyachandran et al. in US PGPub No. 2003/0007178 discloses printing received 
information based on printing parameters that were previously established. 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Laurel Lashley whose telephone number is 571-272-0693. The examiner 
can normally be reached on Monday - Thursday, alt Fridays btw 7:30 am & 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron, Jr. can be reached on 571-272-3799. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Laurel Lashley 
Examiner 
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